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1 . This Office Action is in response to RCE Request along with its Amendment (after 
Final) filed on January 3 1 , 2008 and January 7, 2008 respectively. With such an amendment, 
Only Claim 1 was amended, while no claim was cancelled or added. To be more specific, 
parent Claim 1 was narrowed down to use a spacer extending linearly over at least three 
atoms in a row between the oxygen atom and the ethylenically unsaturated group. 

2. Claims 1-11 with two independent claims (Claim 1 and Claim 11) are now pending, 
while all nonelected Groups II-IV (Claims 8-11) are still withdrawn from consideration. 

An action follows. 

DETAILED ACTION 

Response to Argument 

3. Applicant's argument filed on Amendment after Final filed on January 7, 2008 has been 
fully considered but they are not persuasive. The focal arguments related to the patentability 
will be addressed as follows: Such an amendment involves only one thing on parent Claim 1 as: 
to use a spacer extending linearly over at least three atoms in a row between the oxygen atom 
and the ethylenically unsaturated group. This is further narrowed down from previous 
amendment as: to use only non-oxygen-containing spacer instead of using any type spacer, 
which extends over at least three atoms. After a very close consideration on pages 5J5 of 
Applicants' remarks on the key issue regarding PFPE moiety, current 102 and 103 rejections are 
still sustained and non-final office action is applied for this RCE as follows: 
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Claim Rejections - 35 USC §102 



4. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

( b) the invention w as patented or described in a printed publication in this or a foreign country or in public use or on sale in this 
country, more than one year prior to the date of application for patent in the t Hited States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application lot- 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the I English language. 



Claim Rejections - 35 USC § 103 



5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 



The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

6. The limitation of parent Claim 1 in present invention relates to a cross-linkable 
compound comprising a perfluoropolyether (PFPE) moiety, which is ultimately terminated by 
an oxygen atom and bonded through a "non-oxygen-containing " spacer attached to the said 
oxygen atom with an ethylenically unsaturated group, wherein the spacer extends linearly 
over at least three atoms in a row between the oxygen atom and the ethylenically unsaturated 
group. Note by Examiner: This is further narrowed down from previous amendment as the 
spacer extends over at least three atoms between the oxygen atom and the ethylenically 
unsaturated group. 

See other limitations of dependent Claims 2-7. 

7. Claims 1-3 are rejected under 35 U.S.C. 102(b) as being anticipated by Tarumi et al. 
(US 5,837,774) or under 35 U.S.C. 102(e) as being anticipated by Yamaguchi et al. (US 

6,673,887 B2 with an effective US filing date of June 22, 2000) for the reasons set forth in 
paragraphs 6£7 of office action dated 3-23-2007 and paragraphs 7-12 of office action dated 9-6- 
2007 as well as the discussion below. 

8. Claims 4-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Tarumi et al. 
(US 5,837,774), Yamaguchi et al. (US 6,673,887 B2) and Chaouk et al. (US 6,160,030) in 
combination for the reasons set forth in paragraphs 11-12 of office action dated 1-25-2007 and 
paragraphs 7-12 of office action dated 9-6-2007 as well as the discussion below. 
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9. Regarding the cross-linkable monomeric compound limitation in parent Claim 1, each 
of two references including 102(b) by Tarumi and 102(e) by Yamaguchi has already explicitly 
disclosed and/or implicitly suggested the preparation of a curable fluoropolyether rubber 
composition by comprising a straight-chain fluoropolyethe compound, which has at least 
two alkenyl groups in the molecule and having a divalent perfluoropolyether structure in 
its backbone chain. 

Examiner fully understands that current RCE amendment involves on parent Claim 1 is 
to use a spacer extending linearly over at least three atoms in a row between the oxygen atom 
and the ethylenically unsaturated group. Certainly, this is further narrowed down from 
previous amendment as: to use only non-oxygen-containing spacer instead of using any type 
spacer (original Claim 1), which extends over at least three atoms. 

10. The key point now is that the critical definition for perfluoropolyether (PFPE) moiety 
is not consistent according to current claims. For instance, dependent Claim 4 at line 10-11 
indicates that (C„F 7n O) m is the PFPE moiety , while Applicants allege that D-(C„F? n O) m -0- is 
the PFPE moiety . Therefore, with such an indefinite language is on the same subject matter, 
previous 102 and 103 rejections are still sustained since the relationship between PFPE moiety 
and spacer is unclear. According to the definition from parent Claim 1, a perfluoropolyether 
(PFPE) moiety is ultimately terminated by an oxygen atom and bonded through a " non-oxygen- 
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containing" spacer attached to the said oxygen atom with an ethylenically unsaturated 
group. 

11. As known in the art, a spacer group is "commonly" understood to be existed in between 
alkenyl group and the linear PFPE moiety. " At least some of many different spacer groups " 
used by Tarumi and Yamaguchi indeed carry carbon atoms with no oxygen atom at all. 

For instance, see Tarumi at column 3, lines 8-9 (see the second formula with a spacer having 
three carbon atoms); also see Yamaguchi at column 3, lines 18-19 (see the second formula with 
a spacer having three carbon atoms). 

12. In summary, at least some spacers disclosed by involving references have indeed 
extended at least three atoms in total. Among them at least some are indeed oxygen atom-free 
as required by parent Claim 1 . Therefore, Applicants may need to clarify the definition of 
PFPE moiety with exact language specifically in the claims. Meanwhile Applicants may also 
need to show the criticality why the spacer is required extending linearly at least three atoms. 
Otherwise, all the arguments cannot be considered. 

Conclusion 



13. Any inquiry concerning this communication or earlier communication from the examiner 
should be directed to Dr. Henry S. Hu whose telephone number is (571) 272-1103 . The 

examiner can be reached on Monday through Friday from 9:00 AM -5:00 PM. 



Application/Control Number: 10/626,695 
Art Unit: 1796 



Page 7 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan, can be reached on (571) 272-1 1 19. The fax number for the 
organization where this application or proceeding is assigned is (571) 273-8300 for all regular 
communications. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information for 
unpublished applications is available through Private PAIR only. For more information about 
the PAIR system, see <http://Dair-dircct.uspto.gov> . Should you have questions on access to 
the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 

//Peter D. Mulcahy// 

Primary Examiner, Art Unit 1796 

/H. S. H./ 

Examiner, Art Unit 1796 
March 27, 2008 



